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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

HEAVEN HILL DISTILLERIES, INC            ) 

                           )              

Opposer,                ) 

                                                                     )                          Opposition No.91183753 

V.                 )       

                                                                     )                          Serial No. 77/266,196 

                                                                     )                          Mark HYPNOTIZER 

                                     ) 

DIALLO YASSINN PATRICE,            )       Intl Class: 033 

                 ) 

Respondent,                ) 

 

MOTION TO STRIKE PLAINTIFF’S REPLY BRIEF 

 

Defendant’s Yassinn Patrice DIALLO, respectfully requests to the Trade Mark Trial and 

Appeal Board to accept the Motion to strike plaintiff’s reply brief and the observations, 

arguments and elements sent by the Opposer as they have no ground.  

 

Defendant’s, DIALLO YASSINN PATRICE a citizen of France, resident in 2 Square Tribord, 

91080 Courcouronnes, France, denies that if his application serial N° 77266196 for the mark 

HYPNOTIZER is allowed to issue as a registration, it will harm Opposer HEAVEN HILL 

Distilleries inc, a Kentucky corporation with its principal place of business at 1064 Loretto 

Road, Bardstown, Kentucky, U.S.A 40004. 
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No likelihood of confusion, mistake or deception of purchasers or potential purchasers exists 

between the Opposer’s claimed use of its HPNOTIQ Mark and the defendant’s use of its 

trademark HYPNOTIZER because the marks are easily distinguishable in appearance, 

sound and meaning. Applicant seeks the registration for HYPNOTIZER for specifics products 

as (exhibit F).  

 

Heaven Hill’s is the owner of the mark HPNOTIQ for liqueur only (exhibit G) , which is not 

well known, as opposed to what the Opposer affirms the other products of Heaven Hill are 

only candles, Liqueur, glassware and clothing with HPNOTIQ mark. The disputed proof in 

this case demonstrates that the use of HYPNOTIZER is only in connection with specifics 

products as opposed to what the Opposer affirm. 

 

Moreover the evidences provided during the testimony period of the Opposer are not 

receivable for the following reasons: Depositions may be taken before persons designated by 

Rule 28 and 29 of the Federal Rules of Civil Procedure. Moreover concerning the cross 

examination of Heaven Hill witnesses during their trial deposition, Yassinn Patrice DIALLO is 

not right to question people who work and are paid by the Opposer (c) Disqualification for 

Interest. 

 

The Board should, therefore denied Heaven Hill’s opposition and accept the registration of 

Mr Diallo’s HYPNOTIZER mark. 
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FACTS 

Moreover we never discuss that HPNOTIQ belongs to HEAVEN HILL. But HEAVEN HILL 

admits in the Opposer’s response to Respondent first set of request for admissions that 

HYPNOTIZER doesn’t belong to them (exhibit A).  

 

Diallo Yassinn Patrice seeks registration for HYPNOTIZER mark, which is completely 

different in terms of products, mark, packaging, size, price (exhibit B). 

Hypnotizer mark is not made for flavored sparkling water as the opponent lawyer try to affirm. 

The opposite party can clearly see that in October 2005 a registration certificate was 

delivered by French NIPO for HYPNOTIZER with a specific design (exhibit C). Opposed to 

what the Opposer lawyer intends to demonstrate, HYPNOTIZER application is for specifics 

beverages including rum, as mentioned on the certificate design (exhibit D).  

 

It is clear evidence that we claim a special style, with a special bottle, and with colors and 

specific design, completely different from the opponent design (exhibit E). It is clear evidence 

that we apply for a specific mark and a specific design completely different to the opposed 

mark and design, and not only a mark as a word. As opposed to what the opposing party 

affirms, Respondent Diallo Yassinn Patrice does not want to register the HYPNOTIZER mark 

for liqueur (exhibit F), and as it is indicated on his Application form. 

The registration for HYPNOTIZER is filed for specifics products such as: Alcoholic beverages 

produced from a brewed malt base with natural flavors, Alcoholic beverages of fruit, Alcoholic 

fruit extracts, Alcoholics malt coolers, Alcoholic punch, Cachaca, Cognac, Distilled Spirits, 

Fruit wine, Gin, Hard Cider, Natural Sparkling wines, Prepared alcoholic cocktail, Prepared 

wine cocktails, Rum, Sparkling fruit wine, Sparkling grape wine, Sparkling wines, Tequila, 

Vodka, Whiskey, Wine coolers, Wines.  
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Applicant denies the allegation of the Opposer concerning the fact that the Applicant Diallo 

Yassinn Patrice wants to register the HYPNOTIZER mark in connection with liqueur because 

it is absolutely false. For these reasons Diallo Yassinn Patrice application to register his 

HYPNOTIZER mark will not cause confusion, mistake, deception, or affiliation with HEAVEN 

HILL’s HPNOTIQ mark for liqueur. 

 

HPNOTIQ is used for a specific product the liqueur (exhibit G), HYPNOTIZER is used for 

different products, there’s no likelihood of confusion and moreover of dilution between the 

two Trade Marks. Diallo Yassinn Patrice’s application should be registered pursuant to 15 

U.S.C §§ 1052, 1063. 

 

Moreover Heaven Hill also claims the name HPNOTIZER supposedly since May 2005 while 

their lawyer in France knew the registered trademark of Mr Patrice Diallo Yassinn since 

February 2005 (exhibit H). In May 2005, the lawyer of HEAVEN HILL in France contacted the 

Applicant requesting that the Applicant abandon his trade mark HYPNOTIZER (exhibit I). 

 

The Opposer incorrectly states that he won the case in France against the registration of 

HYPNOTIZER for alcoholic beverages. This is not accurate as Applicant owns the trade 

mark HYPNOTIZER in France. As you may see (exhibit J), the Opposer requested Applicant 

not to market his products where HPNOTIQ is present. This request is illegal and has no 

ground. 

 

The Opposer claims having a decision preventing Mr. Diallo from using HYPNOTIZER trade 

mark for alcoholic beverages in France and United Kingdom.  

The case in the United Kingdom is not yet closed as Applicant Diallo Yassinn Patrice has 

filed for alcoholic beverages and this is pending decision (exhibit K). Hence the Opposer’s 

statement is not accurate. 
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ARGUMENTS 

 

1. Mr DIALLO Yassinn Patrice Rights regarding the HYPNOTIZER Mark registered in 

France. 

 Mr DIALLO YASSINN PATRICE possesses the registration certificate for the trademark 

HYPNOTIZER in France (exhibit L). Opposer incorrectly states that he won the case in 

France against the registration of HYPNOTIZER for alcoholic beverages. This is not accurate 

as Applicant owns the trade mark HYPNOTIZER in France. 

 

Mr DIALLO YASSINN PATRICE statements in his brief are true as he has the right to use the 

HYPNOTIZER mark with some alcoholic beverages in France except liqueurs, and these 

affirmations are not made intentionally and knowingly made to advance the board in his 

position. The title Drinks that he has chosen and which is registered in his certificate of 

registration has a general impact and covers alcoholic beverages and others despite their 

belonging to different administrative classes (32, 33). 

 

Mr DIALLO YASSINN Patrice possesses on his certificate the following elements: syrups 

and the other preparations to make drinks, vitamins drinks, energy drinks. Of this fact 

nothing prevents Mr DIALLO Yassinn Patrice from marketing in France rum-based alcoholic 

drinks for example, or other drinks without alcohol. Once again Heaven Hill counsel Mr. 

Matthew Williams has a misunderstanding and makes a wrong interpretation of the French 

laws. 

 

In United Kingdom the case number 873089 remains pending (exhibit M). The decision of 

March 30th, 2010 does not relate to the same case (exhibit N) case 2462677. Mr DIALLO 

YASSINN PATRICE statements and representations in his brief are completely and 

absolutely true and are not intentionally and knowingly made to the Board to advance his 

position. 
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Diallo’s submission of his brief to the board with true statements do not violate the rules set 

forth in 37 C.F.R § 11.18(b). Accordingly, the Board should not strike Diallo’s Brief and not 

terminate this proceeding in Heaven Hill’s favor Pursuant to 37 C.F.R 11.18). On the contrary 

Heaven Hill knowing that the brief is true concerning these statements, Mr DIALLO Yassinn 

Patrice requests the Board  to notice that the false statements of Heaven Hill violates the rule 

set forth in 37 C.F.R § 11.18 (b). Accordingly, the Board should strike Heaven Hill Briefs in its 

entirety and terminate this proceeding in DIALLO Yassinn Patrice favor pursuant to 37 C.F.R 

§ 11.18 (c).  

 

2. The testimony of Heaven Hill’s witnesses and the exhibits introduced therein must be 

rejected.  

 

Again Defendant’s Yassinn Patrice DIALLO, respectfully requests the Trade Mark Trial and 

Appeal Board to reject the observations, arguments and elements sent by the Opposer in his 

Brief as they have no ground. Moreover the evidences provided during the testimony period 

of the Opposer are not receivable for the following reasons: 

 

37 CFR 2.123(d) Persons before whom depositions may be taken: 

Depositions may be taken before persons designated by Rule 28 of the Federal Rules of 

Civil Procedure.   

 (a) Within the United States.  Within the United States or within a territory or insular 

possession subject to the jurisdiction of the United States, depositions shall be taken before 

an officer authorized to administer oaths by the laws of the United States or of the place 

where the examination is held, or before a person appointed by the court in which the action 

is pending.  A person so appointed has power to administer oaths and take testimony.  The 

term officer as used in Rules 30, 31 and 32 includes a person appointed by the court or 

designated by the parties under Rule 29. 
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(c) Disqualification for Interest.  No deposition shall be taken before a person who is a 

relative or employee or attorney or counsel of any of the parties, or is a relative or employee 

of such attorney or counsel, or is financially interested in the action.  

For these reasons we request the TTAB to reject the testimony and the evidences and 

arguments provided during the testimony of Drew Wesley, Justin Ames and the direct 

examination made by Matthew Williams, as they are the public relation, employees and legal 

counsel of the Opposer Heaven Hill Distilleries. Moreover Yassinn Patrice DIALLO does not 

have evidence to invent, besides he is not right to question people who work and are paid by 

the Opposer (c) Disqualification for Interest. 

 

The rule is that during a trial testimony in inter parte cases § 2.123: “an officer” authorized to 

administer oaths by the laws of the United States or of the place where the examination is 

held: means that:The term officer as used in Rules 30, 31 and 32 includes a person 

appointed by the court or designated by the parties under Rule 29. We never 

designated the Person Notary Public Donna Chupe to take the testimony. She was not 

designated by the parties (at least two) or by the court. 

 

Moreover the US and Trade Mark Law U. S. PATENT & TRADEMARK OFFICE June 

24, 2010 § 2.123 Trial testimony in inter parte cases, also specifies (b) Stipulations. If the 

parties so stipulate in writing, depositions may be taken before any person authorized to 

administer oaths, at any place, upon any notice, and in any manner, and when so taken may 

be used like other depositions, we never have stipulated anything in writing, so “ to stipulate 

by the parties” it means at least two . “By written agreement of the parties, the testimony 

of any witness or witnesses of any party, may be submitted in the form of an affidavit 

by such witness or witnesses”: we never have made any written agreement for this. The 

parties may stipulate in writing what a particular witness would testify to if called, or the facts 

in the case of any party may be stipulated in writing, again we never have stipulated anything 

in writing.  (2) The deposition shall be taken in answer to questions, with the questions and 
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answers recorded in their regular order by the officer, or by some other person (who shall 

be subject to the provisions of Rule 28 of the Federal Rules of Civil Procedure) in the 

presence of the officer except when the officer’s presence is waived on the record by 

agreement of the parties, again here this is not the case so the testimonies witnesses and 

direct examination made by Matthew A Willams lawyer of Heaven Hill must be rejected. 

Again Yassinn Patrice DIALLO is not right to question people who work and are paid by the 

Opposer (c) Disqualification for Interest. 

 

3. The Registration of HYPNOTIZER mark will not cause any confusion. 

 

The registration of HYPNOTIZER mark will not create likelihood of confusion in the 

marketplace because HYPNOTIZER is use in connection with specific products. Each trade 

mark has a specific design, a different size and content (HPNOTIQ 70cl HYPNOTIZER 33cl) 

and has a different mark and price. 

 

HYPNOTIZER mark is not made for flavored sparkling water as the opponent lawyer try to 

affirm. The Opposer can clearly see that in October 2005 a registration certificate was 

delivered by French NIPO for HYPNOTIZER with a specific design (exhibit C). In contrast to 

what the Opposer’s counsel intends to demonstrate, HYPNOTIZER application is for specific 

beverages including rum, as mentioned on the certificate design (exhibit D). It is clear 

evidence that we claim a special style, with a special bottle, and with colors and specific 

design, completely different from the opponent design (exhibit E). It is a clear evidence that 

we apply for a specific mark and a specific design completely different to opponent mark and 

design and not only a mark as a word.  
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A. The examining Attorney’s decision to publish Diallo’s Application is wholly justified. 

 

We have never said that the issue was already determined in our favor as the Opposer tries 

to mislead the Board but only have said that: On September 24 2007, HEAVEN HILL 

informed the Administrator of the Examiner’s failure to identify HEAVEN HILL’s mark due to 

an inadequate search performed during examination. The Administrator denied this protest 

and allowed publication of the mark HYPNOTIZER on April 8, 2008 (exhibit R). 

Also in the letter dated May 04 2006 (exhibit O) the TTAB examination report said: The US 

Trade Mark Office during office Record search for the Application HYPNOTIZER said: The 

Office Records have been search and no similar registered or pending mark has been found 

that would bar registration under Trade Mark Act section 2 (d), 15 USC 1052 (d). The 

opponent can’t use this argument and affirm in his ground on the Priority and likelihood of 

confusion Trademark Act section 2(d). 

 

Moreover in the letter dated August 19 2009 (exhibit P) the TTAB said: “It has come to the 

attention of the Board that the parties to this proceeding are also parties to Opposition 

No.91173767. The two opposition proceedings involve virtually identical marks and goods”. 

In fact this is a mark identical to the mark that Heaven Hill describes of Defendant Yassinn 

Patrice Diallo’s previous mark which is now abandoned (exhibit Q). In fact we believe that the 

Board will make its own independent determination concerning this case. 

 

B. Differences between the marks HYPNOTIZER and HPNOTIQ are absolutely evident. 

 

All the cases cited by the Heaven Hill concern cases that have nothing to do with the present 

case or concern case for well known brands. 

Again the Opposer can clearly see, a registration certificate delivered by French NIPO for 

HYPNOTIZER with a specific design (exhibit C). In contrast to what the Opposer lawyer 

intends to demonstrate, HYPNOTIZER application is for specifics beverages, (exhibit F). It is 
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clear evidence that we claim a special style, with a special bottle, and with colors and specific 

design, completely different from the opponent design (exhibit E). It is clear evidence that we 

apply for a specific mark and a specific design completely different to opponent mark and 

design, and not only a mark as a word. 

The cases cited here :Owens-Illinois Glass Co. v. Clevite Corp., 324 F.2d 1010, 139 

U.S.P.Q. 505,507 ( C.C.P.A. 1963), Time Warner Entertainment Co. v Jones, 65 U.S.P.Q.2D 

1650,1660 (T.T.A.B 2002), by Heaven Hill concern cases that have nothing to do with the 

present case or concern case for well known brands. 

 

Yet, a previous decision by TTAB (TTAB decision in opposition N° 91165621) concluded that 

the evidence is not sufficient to prove that HPNOTIQ is a well known mark. In fact it is the 

duty of a plaintiff asserting that its mark is famous to clearly prove it, as the TTAB says.  

“Blue Man Productions INC. v Tarmann, 75 USPQ2d 1811, 1819 (TTAB 2005). The mark 

HPNOTIQ has been in use for a short period of time, six years. More over there is no 

evidence as to Opposer’s advertising expenditure; therefore there is nothing to prove that 

HPNOTIQ is widely recognized on the market place. 

 

The following cases :  David Sherman Corp. v. Heublein, Inc., 340 F.2d 377 (8th Cir. 1965) 

(finding SARNOFF for vodka to be confusingly similar to SMIRNOFF also for vodka); Brown-

Forman Distillery Co. v. Arthur M. Bloch Liquor Importers, Inc., 99 F.2d 708 (7th Cir. 1938) 

(finding OLD FOSTER for whiskey to be confusingly similar to OLD FORESTER also for 

whiskey); Jules Berman, 202 U.S.P.Q. 67 (T.T.A.B. 1979) (finding CHULA for coffee-flavored 

liqueur to be confusingly similar to KAHLUA also for coffee-flavored liqueur); Beck & Co. v. 

Package Distribs. Of America, Inc., 198 U.S.P.Q. 573 (T.T.A.B. 1978) (finding EX BIER for 

beer to be confusingly similar to BECK’S BEER also for beer). The cases cited by Heaven 

Hill concern cases that have nothing to do with the present case or concern case for 

notorious brands.  Trademarks HYPNOTIZER and HPNOTIQ are completely different in 
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terms of marks, meaning, sound, and appearance and as well in terms of products, mark, 

packaging, size, price. Therefore it cannot be a confusion. 

 

C. Heaven Hill cannot rely on supposed unregistered marks in this proceeding. 

 

Again HPNOTIQ is registered for liqueur only (see certificate exhibit G), the declarations with 

regards to invented cocktails and supposed unregistered marks are a complete non sense, 

they have no registration, no certificate, and they have been especially created to claim the 

mark of Mr Yassinn Patrice Diallo. Moreover they have created a cocktail called “HPNOTIQ 

SUB-ZERO MARTINI” why not also claim the Martini brand? 

 

 Moreover, the fact of claiming so-called brand names when it comes to cocktails invented, 

has no legal value, for example the cocktail named HPNO COLADA, etc..., this does not 

make Heaven Hill owner of the trademark or cocktail PINA COLADA. Another example: the 

name of cocktail made with HPNOTIQ and MARTINI cannot make the Opposer the owner of 

HYPNOTIZE and MARTINI. Their declaration is meaningless, first application for 

HYPNOTIZER in France is February 2005, and application in the us by extension October 7, 

2005 (exhibit Q). 

Again all the facts described by Heaven Hill are based on the testimony of a person who are 

a relative or employee or attorney or counsel of Heaven Hill , or a relative or employee or 

attorney or counsel, or is financially interested in the action therefore any statement or 

evidence is not admissible, 37 CFR 2.123 (c) Disqualification for Interest. 

 

Moreover Heaven Hill also claims the name HPNOTIZER: they create a mark like 

HPNOTIZER to incorporate the name of Mr DIALLO Yassinn Patrice mark. Heaven Hill gives 

no evidences that they do not adopt the supposed unregistered mark (which is non sense) 

with the bad faith intent to trade off Diallo’s HYPNOTIZER mark. Mr Diallo has the right to 
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use HYPNOTIZER mark in connection with alcohol in France, but in our present case we are 

before the US TTAB and US Federal trademark Laws. 

 

 

D. The cases cited by Heaven Hill are irrelevant. 

 

Again all the cases cited by the Heaven Hill concern cases for well known brands or cases 

that have nothing to do with the present case or concern see David Sherman, 144 U.S.P.Q 

249; Brown-Forman, 39 U.S.P.Q. 304; Jules Berman, 202 U.S.P.Q 67; Beck & Co., 198 

U.S.P.Q.573. Moreover The US Trade Mark Office during office Record search for the 

Application HYPNOTIZER said: The Office Records have been search and no similar 

registered or pending mark has been found that would bar registration under Trade Mark Act 

section 2 (d), 15 USC 1052 (d). The opponent can’t use this argument and affirm in his 

ground on the Priority and likelihood of confusion Trademark Act section 2(d). 

 

CONCLUSION 

 

Heaven Hill has presented no evidences establishing that its registered mark is widely 

recognized in the beverages market place or elsewhere. The consumer can’t associate 

different marks: HYPNOTIZER and HPNOTIQ are completely different mark in terms of 

products, mark, packaging, design, size, and price. Consequently the registration of 

HYPNOTIZER would not create a likelihood of confusion in the marketplace. Heaven hill 

presented no evidence to the contrary and HEAVEN HILL currently recognizes the difficulty 

of securing evidence of actual confusion, simply because there is no risk, finally Heaven Hill 

presented no evidence and has cited no authority that would lead to that conclusion. 
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For these reasons Diallo’s application for the mark HYPNOTIZER should be registered 

pursuant to 15 U.S.C § 1052(d) and HEAVEN HILL opposition denied. 

 
 
 
Respectfully submitted 
 

DIALLO YASSINN PATRICE 
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PROOF OF SERVICE 
 

I hereby certify that a true and correct copy of Motion to strike plaintiff’s reply brief was 

served on the following attorney for Opposer by deposit in the French Mail, in Paris France, 

in a sealed envelope, with first class postage fully prepaid this 1st October, 2010. 

 

Matthew A. Williams 

Wyatt Tarrant & Combs, LLP 

500 West Jefferson Street, Suite 2800 

Louisville, KY 40202 

UNITED STATES. 

502-562-7378 Telephone 

Dated: October 1st, 2010 

 

DIALLO YASSINN PATRICE 
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